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- Tho MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- tf NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely Hied, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 28 September 2005 . 
2a)H This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for fomrial matters, prosecution as to the merits is 

closed in accordance with the practice under Exparfe Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) M Claim(s) 1^6 is/are allowed. 

6) M Claim(s) 7-10 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fornn PTO-152. 

Priority under 35 U.S.C. § 11 9 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1. Claims 1-6 are allowed. 

2. Applicant's arguments, see page 4, line 20 through page 6, line 30, filed 
September 28, 2005, with respect to claims 1-6 have been fully considered and are 
persuasive. The rejection of claims 1-6 has been withdrawn. 

3. The following is an examiner's statement of reasons for allowance: The prior art 
of the record fail to teach or suggest singly and/or in combination a method of coding 
image data into at least one block of data including a plurality of coefficient values, the 
method including the steps of testing the coefficient values for coefficient values 
requiring more than eight bits to be uniquely coded, and using a flag in the at least one 
block of data to indicate if all the coefficient values in the block are coded in eight bits or 
fewer or if any coefficient value requires more than eight bits to be uniquely coded as 
prescribed for in the claimed invention as set forth in independent claim 1 . 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

4. Claims 7-10 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 7-10 are drawn to non-functional 
descriptive material. MPEP 2106. IV.B. 1(a) (Nonfunctional Descriptive Material) states: 
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"Descriptive material that cannot exhibit any functional interrelationship with the 
way in which computing processes are performed does not constitute a statutory 
process, machine, manufacture or composition of matter and should be rejected under 
35U.S.C;i01." 

"Where certain types of descriptive material, such as music, art, photographs and 
mere arrangements or compilations of facts or data, are merely stored so as to be read 
or outputted by a computer without creating any functional interrelationship, either as 
part of the stored data or as part of the computing process performed by the computer, 
then such descriptive material alone does not impart functionality either to the data as 
so structured, or to the computer." 

"For example, music is commonly sold to consumers in the form of a compact 
disc. In such cases, the know compact disc acts as nothing more than a carrier for 
nonfunctional descriptive material. The purely nonfunctional descriptive material cannot 
alone provide the practical application for the manufacture." 



MPEP 2106.IV.B.1 (Nonstatutory Subject Matter) states: 

"When nonfunctional descriptive material is recorded on some computer- 
readable medium, it is not statutory since no requisite functionality is present to satisfy 
the practical application requirement". 



Claims 7-10 currently recites "a data format for a block of encoded data". There 
is no functional relationship imparted by this data to a computing device, applicant's 
amendment which inserts "decoder" in the claims is not a computing device. Therefore, 
the claims are drawn to non-functional descriptive material which is non-statutory per 
se. The fact that the claim recites a computer readable medium does not provide the 
utility (i.e., practical application in the technological arts) required under 35 U.S.C. 101 
for the manufacture. 
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5. Claims 7-10 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 7-10 are drawn to functional descriptive 
material which can be embodied on a computer readable medium (i.e., "data structures 
and computer programs which impart functionality when employed as a computer 
component" at MPEP 2106.IV.B(1)). However, the program/algorithm itself merely 
manipulates data or an abstract idea, or merely solves a mathematical problem without 
a limitation to a practical application in the technological arts. MPEP 2106.IV.B.2(a) 
(Statutory Product Claims) states: 

"A claim limited to a ... manufacture, which has a practical application in the 
technological arts, is statutory." 

In order for a claimed invention to accomplish a practical application, it must 
produce a "useful, concrete and tangible result" State Street, 149 F.3d at 1373, 47 
USPQ2d at 1601-02 (see MPEP 2106.II.A). Currently, the claim does not recite a 
practical application. In order to for the claimed product to produce a "useful, concrete 
and tangible" result, recitation of one or more of the following elements is suggested: 

• The manipulation of data that represents a physical object or activity 
transformed from outside the computer (MPEP 2106 IVB2(b)(i)). 

• A physical transformations outside the computer, for example in the form 
of pre or post computer processing activity (MPEP 2106 IVB2(b)(i)). 
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• A direct recitation of a practical application in the technological arts (MPEP 
2106IVB2(b)(ii)). 



6. Claims 7-10 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 7-10 are drawn to functional descriptive 
material NOT claimed as residing on a computer readable medium. MPEP 
2106. IV.B. 1(a) (Functional Descriptive Material) states: 



"Data structures not claimed as embodied in a computer-readable medium are 
descriptive material per se and are not statutory because they are not capable of 
causing functional change in the computer." 

"Such claimed data structures do not define any structural or functional 
interrelationships between the data structure and other claimed aspects of the invention 
which permit the data structure's functionality to be realized." 



Claims 7-10, while defining a decoder, does not define a "computer-readable 
medium" and is thus non-statutory for that reasons. A decoder can range from paper on 
which the program is written, to a program simply contemplated and memorized by a 
person. The examiner suggests amending the claim to embody the program on 
"computer-readable medium" in order to make the claim statutory. 



"In contrast, a claimed computer-readable medium encoded with the data 
structure defines structural and functional interrelationships between the data structure 
and the computer software and hardware components which permit the data structure's 
functionality to be realized, and is thus statutory." - MPEP 2106.IV.B.1(a) 
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7. Applicant's argunnents filed Septennber 28, 2005, with respect to claims 7-10, 
have been fully considered but they are not persuasive. 

The examiner has thoroughly reviewed applicant's arguments on pages 6-9 but 
respectfully disagrees. 

Applicant's argument that the claimed language is directed towards a "practical 
application" is acknowledged, the examiner however respectfully that a data format is a 
"practical application". 

The examiner's position regarding the claimed "decoder" is merely coming from 
the fact that a data format must be embodied on a computer readable medium to impart 
its functionality. 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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9, Any inquiry concerning this connnnunication or earlier connnnunications from the 
examiner should be directed to Jose L. Couso whose telephone number is (571 ) 272- 
7388. The examiner can normally be reached on Monday through Friday from 6:30 to 
3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Mancuso, can be reached on (703) 272-7695. The fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the USPTO contact Center whose telephone number 
is (703) 308-4357. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Jlc 

October 12, 2005 




